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. ■ REMARKS 

, • . . , i Applictinl expresses appreciation 1o Ibe Examiner for consideration of the subject patent 

npi)Hcalion. fhis amendment is in rcspon!>o to Ihe OPfico Action mailed November 30, 2007, in 
wliich oUiims 1, 4, 7. 8, 12. 14-16, 18, 20, 23, and 2602 were rejected under 35 U^S.C. § 102(c) 
. ' . OS being iinlicipatcd by U.vS. Patoni Ptiblication No. 2003/0025321 Al (hereinafter "Lee"). 

' * II is respectfully subiniltcd that the presently pending claims be examined and allowed. 

: <'lAim Rejeciioiis - 35 IJ.S,C. § 102 

The Examiner has rejected claims 1, 4, 7, 8, 12, 14-16. 1 8, 20, 23, and 26-32 under 35 

^. IhS.C. § 102(c) as being anticipated by Lee, Applicants assert that Lee does not di5?o1oso 

' . * ' . Appl icmus* invention, because T .ec fails lo disclose the elements and arrangement tlicreof 
. , , • • 

required by the present claims. 

The presently pending claims set forth a print medium having a data storage device }nsK 

' . , mm}y. aPPJJiQP.elf ^li^5 print medium. Lee. on the other hand, teaches a print medium that 

! Includes a magnetic layer that Is Ihe saiVP-Sizc of the ink receptive layer. Therefore, the 

boundaries of the magnetic biycr anrl of the ink receptive layer(s) are entirely coincident. Sec, 

; • e.g. Fig. 2. Such a device cannot be i-easonably said to have any relation to "only a portion of 

• Ihe print medium, More specincally, iho magnetic layer of Lee is not situated in only any portion 
; ; • of the print mcdiiim'-^ratlicf, the magnetic layer is clearly inside aJloflheprin^ As 

. ' Applicants have assorted^ one cannot consider such an arrangement as "in only a portion of the 
print it^cdiun^ witliout rQali/i"g this to n)can that there would be no way for the magnetic layer to 
bo in more than a portion i)f the medium and still be only a component of the medium. For the 
. nja^»ntiric layer of Leo to be in only a portion of the medium disclosed tisercin, and therefore read 
; • ' , ' on the present claims, its boundaries would have to encompass a smaller area than that of the 
. : print nicdium. Stated in different terms, there would have to be some portion of the medium 

* where ono may traverse the interior of the medium without encountering a magnetic layer. This 
is clearly not possible in the structure disclosed in Lee. Therefore, the magnetic layer in Lee does 

. * not reside in only a portion of the print medium. With regard to the other possibility recited in 

i 6 
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•< 1 present chiims, the magnclic layer Jn Lcc is not on any porlion of the print medium. To be on 

it ! ' . ! any ]^ortion of Ihc niediurn, iho layer woaUl have to be oujteidc the medium, which it clearly is 
) . ' ' not. I hcrcforc, tlio magnclic layer of ixc cannot anticipate a device of the present claims that is 
* i>n the print medivmu 

Applicants note that many of the rejections in this and previous OfTicc Action cite para 

'I 

' ' ' [0028] of T^c ;i55 a leaching of a vttagnctic strip in accordance with the present invention. 
•; Applicants m\ist again assert that Ixu docs not disclose Applicants^ invention simply by 

• jnonlioning a magnetic strip without any leaching of its rclationsliip to any other elements of the 
; \ invention. To do so> Lee would have had to disclose the elements of the claim as arr an&cd in the 

"I' . ■ • PJoMv fhcre is no evidence of any leaching in Lee of the claimed arrangement of all elements, 
•j ' As Applicants have asserted, the cited text is at most on isolated mention of a possible clement 

. ' whicli coulil bo situated in any number of collocations of other elements. To consider this as 

if ^ * , ' 

j . . anticipation under § 102 would be to allow the selective picking of any isolated word(s) in a 
• / rerercnec in order to assemble an anticipsUoiy teaching. Applicants believe that requirements set 

*; . . ; forth in MPGP 2131, e.g. the "itfcntical invention must be shown in as complete detail as is 

' conliilned in the chum*' and "[t]hc elements must be an angcd as required by the chiim " do not 
■ permit sucli use of references under § 1 02, As such, Applicants assert that Lee docs not 
' . nnticip^itc ihc present invcniion under any section of 35 U.S.C. § 1 02, ajid respectfully request 
: withdrawal of the rejection. 
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rONCLCISiON 

,'■ ''. In liglil oTtlic above. Applicant respecifully submits that tlic pending claims arc in 

■ ; condition for allowance, nicrclbrc, Applicant requests that the rejeciions and objections be 

withdrawn, and thai the cl«ims be allowed and passed to issue. If any impetliment to the 
• allowance of these claiinsi i'citi<n'ns, the lixamincr is strongly encouraged to call Gary Oakeson at 
: (HOI ) 566-6633 SO thai such niallcis may be resolved as expeditiously as possible, 
; The Commissioner is hereby aui.hori-/wd to charge any additional fee or to credit any 

1 •.' overpayment in conncclioa with lliis Amendment to Deposit Account No. 08-2025. 

. ■ : • DATKD this 29''' day ofJanuary, 2008. 

■ ■ ' • Respectfully submitted, 




G9r^ P. OWccson 
Rcgistratipn No. 44266 

THORPE NORTH & WESTERN, LLP 

Custornor No. 20,551 

P.O.Uox 1219 

Sandy, Utah 84091-1219 

Telephone: (801) 566-6633 

On behalf of: 

HEWLETT-PACKARD COMPANY 
Intellectual Properly Administralion 
P.O. liox 272400 

Fort Collins, Colorado 80528-9599 
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